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Art Unit: 1733 

1 . Claims 1 -7 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which It 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

From an examination of the figures and especially what is marked as cross- 
section A-A in fig 4, as well as cross-section B-B in the prior art fig. 1 , it is not clear how 
the figures that are said to correspond with these cross-sections (e.g. figs. 3 and 2) 
correlate with these figures and if they do correspond to the cross-sections indicated in 
figs. 1 and 4 (i.e. if the lines A-A and B-B are not in error), then how the sidewall is 
configured is entirely confusing, it being submitted that in such case, the ordinary artisan 
would not be able to practice the invention without an undue burden of experimentation. 
It has been assumed that the indicated marked sections A-A and B-B in figs. 4 and 1 are 
in error (note as just an example, the cross-section lines as drawn are essentially parallel 
to what are assumed to be the generally radially oriented serrations 15 or 101 - in such 
case, however, they would not cross any of the serrations, this seeming to contradict all 
of the actual figures that are said to depict cross-sections). Clarification is required. 

2. Claims 1-7 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1 and 3, the scope of what defines a "decorative portion" is entirely 
indefinite and confusing - in particular, the defining language of this portion "having tops 
and bottoms continuous with each other thereon is arranged" Is not understood. What 
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are the "tops" or "bottoms" and how are they defined (e.g. top and bottom relative to what 
direction?)? Note for example that this could be read as inclusive of top and bottoms 
relative to the radial direction in which case this would require almost no more than 
simply that the tire has a sidewall portion that can be in some way decorative (i.e. the top 
could be defined as the radially outer part of the sidewall while the "bottom" could be 
defined for example as the radially inner portion thereof). It would not seem that this is 
what is intended but clarification is required. Is this language for example intended to 
define or require the essentially serrated background pattern illustrated? If so, 
clarification of the language is required. As the scope of what constitutes this pattern is 
critical to the invention, it is important that the scope of this be definite. 

Likewise, it is not entirely clear how the claimed "joined portions" are defined, 
especially as it is not clear what defines the decorative portion. Thus for example, 
although it is clear that this is not intended, note that it seems the "joined portions" could 
be said to read on the portion "101" between the two protruding portions in (prior art) fig. 
2 since this part joins the two adjacent protruding portions, the tops of this portion being 
higher than the bottom of the decorative portion. In other words, the scope of what does 
and does not define or comprise a "joined portion" is not sufficiently clear and definite so 
as to avoid such an interpretation. 

Note also that the reference to "the tops continue with each other thereon" in claim 
2 is likewise indefinite for essentially the same reasons noted with respect to claims 1 
and 3. 
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In claim 5, reference is made to a "corner region connecting the decorative portion 
and each protruding portion" - it however is not clear how this corner region relates to the 
previously defined "joined portions", these apparently overlapping definitions creating 
potential for confusion. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which fonms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject niatter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 , 2, 7/1 and 7/2 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over JP 6-6967-Y2 (cited by 
applicant). 

JP '967 discloses a tire including a sidewall having a serrated background pattern 
(e.g. cross-section A-A in fig. 2 and apparently fig. 4) defining what is considered to be a 
decorative portion having tops and bottoms continue with each other as claimed. 
Further, protruding portions higher than the tops of the decorative portions are provided 
in the pattern defining the letters - note esp. 2a in fig, 5, this figure corresponding to 
cross-section C-C in fig. 2. Further, the base of adjacent protruding parts (e.g. where 4a 
and 4b meet in fig. 3) is higher than the bottoms of the decorative portion (e.g. note esp. 
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fig. 5). This reference is tlierefore considered to anticipate what is defined in claim 1 , the 
ambiguities already noted however preventing a complete and accurate comparison, any 
differences however being considered obvious optimizations of this basic teaching. As to 
claim 2, the multiple parts 4 as illustrated in fig. 3 are considered to form a "high 
decorative part" consistent with this claim. As to claim 7, the illustrated relative 
dimensions as well as described dimensions for D1 and D2 are considered to suggest or 
certainly render obvious relative heights within the broadly claimed range. 

6. Claims 3, 4, 7/3 and 7/4 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 6-6967-Y2 (cited by applicant) as applied to claims 1 , 2 and 7 
above, and further in view of at least one of Clementz et al. (US 5,303,758) and Ratliff, 
Jr. (US 2002/0174928). 

Given that the artisan apparently understands that ridged sidewall patterns can 
desirably either have ridges directly connected (e.g. figs. 8A-8D of Clementz et al.; figs. 
4D-5D of Ratliff, Jr.) or spaced by a flat distance (e.g. figs. 6, 7 and 8E of Clementz et al.; 
figs. 4A-4C of Ratliff, Jr.), it is considered to have been obvious to provide the ridged 
pattern "4" of JP '97 with a flat space between adjacent ridges, this being considered to 
then provide flat portions between protruding portions that are higher than the decorative 
pattern as required by claims 3 and 4. 

7. Claims 1-4 and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over D204585 to Vizina. 

Vizina discloses a tire including a sidewall having a serrated background pattern 
(e.g. note various cross-sections) defining what Is considered to be a decorative portion 
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having tops and bottoms continue with each other as claimed. Further, protruding 
portions higher than the tops of the decorative portions are provided in the pattern (esp. 
fig. 5) with a base between adjacent protruding parts (I.e. the flat part between each of 
the two raised portions in fig. 5) being higher than the bottoms of the decorative portion 
(e.g. note again esp. fig. 5). This reference Is therefore considered to anticipate what is 
defined in claim 1 , the ambiguities already noted however preventing a complete and 
accurate comparison, any differences however being considered obvious optimizations 
of this basic teaching. As to claim 2, these flat parts between the raised parts can be 
said to define a "high decorative portion", it not being seen how the claim defines over 
this. As to claim 3, note that the parts between adjacent protruding parts are flat and can 
be said to suggest or render obvious the claim 4 relative dimensions reading the 
dimension of the protruding ends as being from for example the outer ends thereof. As 
to claim 7, the illustrated relative dimensions are considered to suggest or certainly 
render obvious relative heights within the broadly claimed range, it being stressed that 
the illustrated design being a design patent would have been read to be a more accurate 
representation of how the final structure should be relatively configured. 
8. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
[JP 6-6967-Y2 (cited by applicant) alone or further In view of at least one of Clementz et 
al. (US 5.303,758) and Ratliff, Jr. (US 2002/0174928)] or D204585 to Vizina as applied 
above, and further in view of JP 2000-255224 (cited by applicant) and optionally Ratliff. 
Jr. (US 5.807,446). 
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To radius corner regions as claimed would have been obvious in view of JP '224 - 
note esp. fig. 3 and the abstract which indicates that R can be 0.2mm, it being 
considered that the artisan would have understood that a radiused connection would 
tend to help avoid cracking - note also the teachings of Ratliff, Jr. '446 in this regard (col. 
3, lines 18-19). 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 2003/0084979 to Matsumoto (esp. fig. 5), Oyama (US 6,832,638 - esp. fig. 
2b), Baker (US 6,053,228 - esp. fig. 5) and Attinello et al. (US 5,645,660 - esp. fig. 8) can 
also be said to define patterns that include relatively raised joining parts and thus 
arguably are consistent with at least some of the claims but they are less relevant than 
the applied art. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey L. Knable whose telephone number is 571-272- 
1220. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). // y/ /> y^c^^-^ 
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